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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
01/30/2009 has been entered. 

Election/Restrictions 

1 . Newly submitted claims 39-58 directed to an invention that is independent or 
distinct from the invention originally claimed for the following reasons: 
Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

a. Claims 36-38 drawn to a method of facilitating hotel reservations 

b. Claims 39-54 drawn to a system for facilitating travel transactions. 

c. Claims 55-58 drawn to a computer server for facilitating the creation of a 
travel reservation. 

The inventions are distinct, each from the other because of the following reasons: 

2. Inventions I and ll-lll are related as subcombinations disclosed as usable 
together in a single combination. The subcombinations are distinct if they do not 
overlap in scope and are not obvious variants, and if it is shown that at least one 
subcombination is separately usable. In the instant case, subcombination I and III has 



Application/Control Number: 10/707,733 Page 3 

Art Unit: 3628 

separate utility such as a system for hotel reservations and a bidder interface set-up 
system. See MPEP § 806.05(d). 

3. The examiner has required restriction between subcombinations usable together. 
Where applicant elects a subcombination and claims thereto are subsequently found 
allowable, any claim(s) depending from or otherwise requiring all the limitations of the 
allowable subcombination will be examined for patentability in accordance with 37 CFR 
1 .104. See MPEP § 821 .04(a). Applicant is advised that if any claim presented in a 
continuation or divisional application is anticipated by, or includes all the limitations of, a 
claim that is allowable in the present application, such claim may be subject to 
provisional statutory and/or nonstatutory double patenting rejections over the claims of 
the instant application. Restriction for examination purposes as indicated is proper 
because all these inventions listed in this action are independent or distinct for the 
reasons given above and there would be a serious search and examination burden if 
restriction were not required because one or more of the following reasons apply: 

(a) the inventions have acquired a separate status in the art in view of their 

different classification; 

(b) the inventions have acquired a separate status in the art due to their 

recognized divergent subject matter; 

(c) the inventions require a different field of search (for example, searching 

different classes/subclasses or electronic resources, or employing different 
search queries); 
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(d) the prior art applicable to one invention would not likely be applicable to 

another invention; 

(e) the inventions are likely to raise different non-prior art issues under 35 U.S.C. 

101 and/or 35 U.S.C. 112, first paragraph. 
Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for 
prosecution on the merits. Accordingly, claims 39-58 are withdrawn from consideration 
as being directed to a non-elected invention. See 37 CFR 1 .142(b) and MPEP § 
821.03. 

Status of Claims 

Claims 17-38 have been previously examined. Claims 39-58 have been added. Claims 
17-35 have been cancelled. Claims 39-58 have been withdrawn. Thus claims 36-38 are 
presented for examination. 

Response to Arguments 

Applicant's arguments with respect to claims 36-38 have been considered but are 
moot in view of the new ground(s) of rejection. 

Claim Rejections - 35 USC § 101 

4. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

5. Claims 36-38 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 
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6. Claim 36 is directed to a series of steps. In order for a series of steps to be 
considered a proper process under § 101, a claimed process should either: (1) be tied 
to another statutory class (such as a particular apparatus) or (2) transform underlying 
subject matter (such as an article or materials). Diamond v. Diehr, 450 U.S. 175, 184 
(1981); Parker v. Flook, 437 U.S. 584, 588 n.9 (1978); Gottschalk v. Benson, 409 U.S. 
63, 70 (1972). Thus, to qualify as patent eligible, these processes must positively recite 
the other statutory class to which it is tied (e.g., by identifying the apparatus the 
accomplishes the method steps), or positively recite the subject matter that is being 
transformed (e.g., by identifying the product or material that is changed to a different 
state). Claim 36 identifies neither the apparatus performing the recited steps nor any 
transformation of underlying materials, and accordingly are directed to non-statutory 
subject matter. 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claims 36-38 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Moshal et al. U.S. Pre-Grant Publication No. 2001/0042041 A1 in view of Ghouri et al. 
U.S. Pre-Grant Publication No. 2002/0082978 A1. 

9. As per Claim 36, Moshal teaches populating a database with a plurality of 
participating bidders (see para. 69 lines 2-8); configuring a plurality of reverse auction 
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parameters (see para. 44 lines 11-16; para. 88 and 89); providing an online form to 
receive postings from a plurality of potential buyers (see para. 260 and Fig. 12); 
performing a reverse auction in accordance with at least one said reverse auction 
parameter (see para. 113 lines 4-6); transmitting an offer to at least one of said plurality 
of potential buyers, wherein said offer is generated from an accepted bid (see para. 
253); wherein said reverse auction allows at least one said participating bidder to submit 
more than one said bid in response to said posting; and (see para. 71 lines 3-7). Moshal 
does not explicitly teach the method taught by Ghouri providing contact information for a 
bidding party of said accepted bid to at least one potential buyer to enable direct 
communication with a posting party of said accepted bid to complete the transaction 
(see para. 73-75). It would have been prima facie obvious to one of ordinary skill in the 
art at the time of invention to modify the system of Moshal to include the teachings of 
Ghouri to provide participant contact. Moshal teaches a plurality of potential buyers. 
Examiner Notes: While Ghouri teaches the limitation, "to enable direct communication 
with a posting party of said accepted bid to complete the transaction", it is merely a 
statement of intended use and as such is afforded little patentable weight. 

1 0. As per Claim 37, Moshal in view of Ghouri teaches the method of claim 36 as 
described above. Moshal further teaches wherein at least one bid in said plurality of 
bids is an automated bid (see para. 55 lines 7-11). 

1 1 . Claims 38 is rejected under 35 U.S.C. 103(a) as being unpatentable over Moshal 
et al. U.S. Pre-Grant Publication No. 2001/0042041 A1 in view of Ghouri et al. U.S. Pre- 
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Grant Publication No. 2002/0082978 A1 in further view of Pathak U.S. Pre-Grant 
Publication No. 2002/0016760 A1 . 

12. As per Claim 38, Moshal in view of Ghouri teaches the method of claim 36 as 
described above. Moshal further teaches wherein said plurality of bids includes a first 
bid and a second bid, wherein said plurality of participating bidders comprises a first 
bidder and a second bidder (see para. 91 ), Moshal does not explicitly teach the 
limitation taught by Pathak wherein said first bid is hidden from said second bidder (see 
para. 1 0-1 2). It would have been prima facie obvious to one of ordinary skill in the art at 
the time of invention to modify the methods of Moshal and Ghouri to include the 
teachings of Pathak to preserve bidder confidentiality. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to TONYA JOSEPH whose telephone number is (571)270- 
1361 . The examiner can normally be reached on Mon-Fri 7:30am-5:00pm First Fridays 
off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John W. Hayes can be reached on 571 272 0847. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Tonya Joseph 
Examiner 
Art Unit 3628 



/John W Hayes/ 

Supervisory Patent Examiner, Art Unit 3628 



